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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 11/20/06 appealing from the Office action 
mailed 2/9/06. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 
No amendment after final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

6,267,784 Benz et al. 07-2001 

5,696,095 Freeman et al. 1 2-1 997 

5,762,836 Bos et al. 06-1998 
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5,326,506 Vanderbilt 07-1994 

6,011,082 Wangetal. 01-2000 

JP 5269191 Osamu 10-1993 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 21-23,27,28,31,32,68,69 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Osamu (JP 5269191). Osamu discloses that monomers can be 
polymerized to form an intraocular lens having a rigid part and flexible part, pages 2,3. 
Fig. 1 shows an optic part and a haptic part. Osamu discloses (paragraph 12) that a 
chemical reaction occurs, such as esterification and thus must include the functional 
group of an ester anchored on the material. Please note that the method of making the 
lens and the functional language carries no weight in the absence of any distinguishing 
structure. Additionally, because the Patent & Trademark Office does not have the 
testing facilities to provide factual evidence needed to establish that the claimed 
invention or subject matter is unobvious, the examiner properly shifts the burden to 
Applicants to show that unobvious differences exist, Ex parte Phillips, 28 USPQ 1 302 
(Bd Pat App & Inter, 4/27/93). The claims are directed to a lens comprising a flexible 
material and a rigid material, the prior art discloses the lens having both a flexible and 
rigid material. 

Claims 23,33,68,69 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Benz et al. (6267784). Benz discloses the lens is made of a flexible 
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material and a "relatively" rigid material since it is capable of providing support (which is 
what haptics do), col. 3, lines 26,41-43. Benz also disclose chemically modifying the 
material via polymerization, col. 4, lines 62-67. Since polymerization occurs, it is 
inherent that functional groups are anchored on the material and Benz also discloses 
reaction functions can be used to structurally modify the material having at least one 
reactive compound or functions, col. 5, lines 6,7,36,37. Please note that the method of 
making the lens and the functional language carries no weight in the absence of any 
distinguishing structure. Additionally, because the Patent & Trademark Office does not 
have the testing facilities to provide factual evidence needed to establish that the 
claimed invention or subject matter is unobvious, the examiner properly shifts the 
burden to Applicants to show that unobvious differences exist, Ex parte Phillips, 28 
USPQ 1302 (Bd Pat App & Inter, 4/27/93). The claims are directed to a lens comprising 
a flexible material and a rigid material, the prior art discloses the lens having both a 
flexible and rigid material. 
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Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Benz et 
al. 784 in view of Freeman et al. (5693095). Benz et al. is explained supra. Benz does 
disclose the polymer functional agent ethylene glycol dimethacrylate is used with the 
lens material, col. 5, lines 38,39. However, Benz does not disclose the use of the 
polyfu notional agent diethylene glycol dimethacrylate. Freeman et al. teach the use of 
diethylene glycol dimethacrylate for crosslinking copolymers, col. 3, lines 3-15. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to use an 
alternative crosslinking agent such as diethylene glycol dimethacrylate as taught by 
Freeman for crosslinking the lens material of Benz to double the effect on the degree of 
material crosslinked. 

Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Benz et 
al. 784 in view of Bos et al. (5762836) . Benz is explained supra. However, Benz fails 
to disclose the polymer for the lens is polydimethylsiloxane. Bos et al. also disclose that 
polymer materials, such as polydimethylsiloxanes are suitable for the intraocular lens 
and can effect the refractive index of the lens material, col. 12, lines 32-36. It would 
have been obvious to one of ordinary skill in the art to use polydimethylsiloxane for the 
polymer as taught by Bos et al. in the lens of Benz such that it provides a refractive 
index suitable for the patient. 

Claims 24,29,30,33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Osamu (JP 5269191) in view of Vanderbilt '506. Osamu is explained above. 
Osamu does disclose the copolymer PMMA is used and crosslinked to form the lens 
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material. However, Osamu fails to disclose a copolymer such as a MMA is crosslinked. 
Vanderbilt teaches (col.7, lines 61-68, col. 8, lines 1-12) that a "zone" can be 
established to join the two parts of rigid material and flexible material. Vanderbilt also 
teaches that PMMA is a lens material (col. 7, lines 65,66) and that MMA polymers are 
crosslinked, example II of col. 9. Vanderbilt does disclose that crosslinking agents or 
functional agents are added in the materials, col. 4, lines 12-15. It would have been 
obvious to one of ordinary skill in the art to use other random MMA polymers and 
crosslink and also form zones as taught by Vanderbilt with the lens of Osamu such that 
a more structural lens is formed. 

Claims 38,39,42,43,64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Benz 784 in view of Wang et al. (601 1082). Benz is explained 
supra. However, Benz does not disclose the agent used in crosslinking as 
polyfunctional. Wang teaches that polyfunctional monomers can be used in crosslinking 
col. 3, lines 15-19. Wang et al. teach to use a coupling agent in the polymerization 
process of copolymers to provide a surface modification with long-term stability. Wang 
also teaches that the reaction is done with a polyfunctional agent, col. 5, lines 1-7. It 
would have been obvious to one of ordinary skill in the art to use a polyfunctional agent 
as taught by Wang in the modification of the Benz material to stabilize it. As a result 
this will enhance the longetivity of the prosthesis. 

(10) Response to Argument 

Applicant argues that the Osamu lens does not include functional groups 
anchored on the material of the lens. However, as mentioned above and reiterated, the 
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lens material clearly has "functional groups" since esterification reactions are done to 
the polymer as a result of an ester functional group. 

Applicant argues the Benz reference, Applicant argues that the material does not 
have a difference in the material or a "functional group" anchored on the material. The 
use of "relatively rigid material" is terminology that is conditional, which has no basis of 
comparison. For this reason, it is considered broad and substantially unlimited. Since 
Benz discloses the lens has a support region or haptics, the material can be considered 
"relatively rigid". Applicant also argues that the material does not have functional groups 
anchored to the material. The Examiner is entitled to give terms (i.e. functional groups) 
in a claim its plain meaning as interpreted by one of ordinary skill in the art. It is noted 
that the specification must clearly set forth the definition explicitly and with reasonable 
clarity, deiiberateness, and precision. Exemplification is not an explicit definition. Even 
explicit definitions can be subject to varying interpretations. See Teleflex, Inc. v. Ficosa 
North America Corp., 63 USPQ2d 1374, 1381 (Fed. Cir. 2002), Rexnord Corp. v. 
Laitram Corp., 60 USPQ2d 1851,1854 (Fed. Cir. 2001) and MPEP 2111.01. If the prior 
art structure is capable of performing the intended use, then it meets the claim. The 
lens material of Benz clearly has "functional groups" anchored since it allows for 
polymerization as claimed and thus no special definition is being given to this term in 
the claims. 

As previously argued above, the prior art to Freeman, Bos, Vanderbilt and Wang 
used in the obvious rejections were determined by the Applicant to not disclose 
"functional groups" anchored on a material for copolymerization. It is the Examiner's 
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position with respect to these references also that each of these reference do teach a 
modification of the material via a reaction and thus a "functional group" must be present 
for the reaction to occur. For example, in Bos the rigid material is interpenetrated and 
bonded with the flexible material. In order for bonding to occur a group of polymers 
react or "function" to unite the materials together. Vanderbilt discloses polymerizing a 
material to another material and must have "functional groups" for the reaction or 
polymerization to occur. Wang also discloses a chemical reaction, which must also 
include reactive or "functional groups" to cause a modification of the surface to form a 
rigid part. Thus, "functional groups" is not given any special definition and the prior art 
is interpreted such that it performs the modification of the materials. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 



Brian Pellegrino 



BRIAN E.PELLEGRINO 




Conferees: 




